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A Brand Owner’s Guide to Leveraging Intellectual Property to
Protect Social Platform and eCommerce Assets
By: Vance V. VanDrake, III and Hillary Maynard
How much would it hurt your
business to lose your Facebook or Shopify store, your
Twitter handle, or your Amazon Brand registration? Today,
more than ever, these secondary platforms define success
or failure for an e-commerce
or direct-to-consumer (DTC)
business. Intellectual property
(IP) law is here to help – and
in some surprising ways. You
may have more options than
you realize to secure, or in
some cases reclaim, these important assets. New platforms
seem to arise on a regular basis, so even diligent companies need a social media enforcement strategy to protect
key brands.
Why is it important for
brand owners to protect
and enforce their brand(s)
online?
As many brands have come to
learn the hard way, misuse
and misappropriation can
threaten your image, reputation, perceived goodwill, and
overall enterprise value, which
directly correlate to lost revenue. Registered trademarks
and copyrights are valuable,
but it is imperative that brand
owners proactively leverage
these rights to secure and
maintain key social media
platforms. Using your registered IP assets in this manner
may be easier, faster, and less
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costly than you realize. In
many cases, a platform’s
Terms of Use are far more
brand-friendly and efficient
than pursuing the same action
through litigation.
Dave Knox, serial entrepreneur and author of Predicting
the Turn, notes that, “for ecommerce and DTC companies, IP rights can be more
than just a way to protect
your broader brand. Litigation
can be expensive and a resource drain, but many platforms will allow you to efficiently and cost-effectively secure key handles, domains,
and storefronts through their
own resolution process if you
have the right protections in
place.” For one of Knox’s companies, utilizing the tools provided on digital platforms like
Facebook and Instagram resulted in a positive resolution
in a matter of weeks, where
through litigation it might
have taken years.
What steps can brand
owners take to protect
their brand(s) across digital platforms?

(1) Register IP with the
appropriate government
agency.
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owners should register key
trademarks and copyrights
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Tech Tip: Free Westlaw from home during COVID.

By Julie Koehne, Systems Librarian
Get temporary remote access to the Law Library’s full Westlaw subscription, plus, as
an added bonus, a free trial of West’s Practical Law. The trial is good for 20 hours
over a period of 14 days.
Follow these steps for access:

Step 1: Go to
https://lawlibrary.hamilton-co.org and log
on with your credentials. If you do not
know them give us a call at 513-946-5300.

Step 2: Once logged in, you will automatically be directed to the Law Library Remote
Access databases page. From here you can
download the PDF Instructions to get started.
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NOTE: Make sure to follow the directions carefully. If you’re having
trouble registering, you may need to try a different email address.
Steps 3 thru 10: Read through the instruction sheet before
clicking on the link for number 1 on the Westlaw registration instructions. It has details you will need for the sign-up procedure.

Once you sign-up, you only need
to click “Get Started” and you will
automatically be logged in.
If you would like another trial period you will need
to use a different email address. See the Techtip
in our September 2020 newsletter for creating a
temporary email.
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with the appropriate government agency.
Some digital marketplaces, such as Amazon, even require proof of IP registration in
order to register with its Brand Registry.
Providing proof of these registrations is often a key step in expediting the removal of
infringing material from digital platforms.
And, to the brand’s advantage, many platforms default to pulling infringing content
at the beginning of a dispute rather than
waiting for a final resolution.

(2) Proactively register brands as
usernames and handles across social
media sites.
Even with the tools now available, it is easier to be the first to secure handles, storefronts, and the like for a brand if available.
In some cases, you should do this before
you apply to register your IP as some nefarious parties review trademark application
filings and scoop up key handles to hold
brands hostage. Acquiring social media
handles and usernames for your brands
renders those assets unavailable to others,
minimizing infringement and the need for
future enforcement efforts. For example,
Amazon’s Brand Registry program offers
predictive protections that attempt to identify and remove product listings for goods
infringing on a brand owner’s brand. Amazon’s Registry allows brand owners the ability to easily update their product listings
and prevent others from changing them—
the brand owner alone has control over
presentation and descriptive details of his/
her products.

(3) Monitor social media and online
platforms for infringing uses.
Simply registering your brand on social media platforms may not be enough to preserve your IP rights. Companies must monitor platforms for unauthorized uses and, as
new platforms arise, your brand should
quickly secure necessary handles and other
rights before a dispute arises. Brand owners should also consider monitoring meta
tags on infringing websites. When entering
metadata to improve their search rankings,
website owners often embed third-party
trademarks to attract traffic to their site.
This use not only diverts website traffic
from the brand owner’s website, but allows
the website owner to profit from increased
exposure and misdirected sales. A website
operator’s intentional use of third-party
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trademarks in meta tags, website copy, and
code may be considered infringement of a

brand owner’s IP rights.

(4) Diligently enforce IP rights.
If you are not the first party to secure a key
digital branding asset, but you have followed the steps above, most digital platforms include provisions in their Terms of
Service that protect brand owners against
unauthorized use of IP. Many platforms include a portal for reporting, detailed procedures to enforce registered, and even unregistered IP, and a point of contact to help
in quickly resolving the dispute. Having an
attorney on your side that is familiar with
these procedures can further increase the
speed and effectiveness of a takedown.
Today, engaging with customers on digital
platforms is essential to the success and
growth of eCommerce and DTC businesses.
Before allowing misuse of your brand or engaging in expensive IP litigation, consider
other tools that may achieve your objectives
efficiently and cost effectively.

This legal update was created by Ulmer &
Berne LLP, and is not intended as a substitute for professional legal advice. Receipt of
this article, by itself, does not create an attorney client relationship. For any questions,
or for further information, please contact
Vance V. VanDrake, III at
vvandrake@ulmer.com or Hillary
Maynard at hmaynard@ulmer.com.
Vance V. VanDrake, III, and Hillary Maynard
are members of the Intellectual Property &
Technology Practice Group at Ulmer &
Berne LLP. VanDrake, a partner in the firm’s
Cincinnati office, is a patent, trademark, and
venture attorney who brings a creative approach to the development of intellectual
property and business strategy for emerging
businesses and startup companies.
Maynard, an associate in the firm’s Chicago
office, counsels clients on IP matters including trademark, unfair competition, and copyright issues. For more information, please
visit ulmer.com.

Article reprinted with permission.

Page 4

Hamilton County Law Library News

Curbside service
At the Law Library, we’re working hard
to ensure a safe, healthy space for you
to visit. However, we understand that
many of our subscribers may prefer not
to enter the building at this time. If you
have materials checked out that you
need to return, or if there’s something
new you’d like to check out, please don’t
hesitate to contact us to set up a
curbside pickup or delivery outside the
building, during our on-site days of Monday, Tuesday and Thursday. If you’re
interested, please email us at reference@cms.hamilton-co.org or call 513946-5300 to make arrangements.

Upcoming CLEs—Live Interactive
Webinars

Call or email us for reference assistance 5 days a week
The Law Library is currently open on site
Mondays, Tuesdays and Thursdays from
8am-3pm. Even on days when our physical
space is closed, however, we are still ready
and able to take your emails and phone
calls for reference assistance!
Please don’t hesitate to email us your reference questions at
reference@cms.hamilton-co.org or call
513-946-5300 and leave a voice mail with
your request. Or, if you’d like us to call you
back to discuss your question more indepth, feel free to just leave your name
and phone number and we’ll return your
call as soon as possible.
We’re more than happy to assist with research, help you sign up for classes or
schedule meeting rooms, just as we do
when we’re on site. This service is available Monday-Friday 8am-4pm. Whether you
reach us in the library, or in our “virtual
libraries,” we’re ready to provide you the
same level of high-quality assistance and
prompt responsiveness you expect from
us.

Friday, November 6, 2020, 12pm -1pm
Trademark and Copyright Law in 60
minutes
Presenter: Attorney Lori Krafte
1.0 general credit OH & KY
Friday, December 11, 2020 , 1-3:45pm
What does stress have to do with it?
Presenters: Attorney Tabitha Hochscheid &
Attorney Patrick Garry
2.5 professional conduct credits pending in
OH & KY
Wednesday, December 16, 2020, 12-1
PM
Legal Issues & COVID-19
Presenters: Attorney Nadia Lampton &
Attorney Jeff Mullins
1.0 general credit pending in OH & KY
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Subscriber Renewals for 2021
We will mail subscriber renewal invoices
in late November. Prices for 2021 remain
the same. We will be in touch with firms
before sending invoices to verify any attorneys who have left or joined the firm
this year. We’re also able to accept credit
cards for subscriber payments and renewals for your convenience. There is no
fee for attorneys in their first year of
practice after passing the bar exam, so
please share that good news with the
new attorneys in your circles of influence. The library board and staff believe
that the value of law library services and
resources far exceeds the annual fee. We
hope that accurately reflects your own
experience.
Hamilton County Law Library Newsletter
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Subscriber Benefits

Topical Updates

All subscribers have access to the following
valuable resources and services:

If you have not signed up before and
would like to start receiving substantive biweekly updates in one or more practice
areas, please visit the topical updates page
on our website to sign up. You can select
from the following areas of law:

Circulation privileges to borrow from over
40,000 print volumes for up to six weeks at
a time
Access to extensive legal information databases from the Law Library, including
Westlaw, Wolters Kluwer Cheetah™, Bloomberg Law®, Overdrive e-books, HeinOnline,
and Loislaw treatises
Wireless network throughout the Law
Library
Polycom videoconferencing
Eight meeting rooms with speaker phones
Professional reference service by our law
librarians, available via e-mail, telephone,
and in person

Constitutional Law— **NEW Update**
Criminal
Employment
Estates and Trusts
Family Law
Intellectual Property
Pension Benefits
Real Estate
Tax
Torts
If you have any questions about this
please feel free to contact our Reference
Librarian, Amy Kurlansky.

Free document delivery by fax or e-mail of
print and electronic materials
CLE seminars throughout the year, on legal
research and substantive topics
Subscribers’ lounge, magazines, daily newspapers, and coffee
Bi-weekly news alerts by practice area
Discounted rates for photocopying
In addition, solos and attorneys whose firm
has a subscription have 24 hour remote access to Fastcase.com case law, Aspen/
LOISLaw treatises, HeinOnline (for under 50
attorney firms), EBSCOhost, and Wolters
Kluwer Cheetah™ Business, Tax, and Accounting
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2021 Library Board Meetings
The Hamilton County Law Library Resources Board has established its regular
quarterly meeting schedule for 2021. The
Board will meet on January 7, April 8, July
8 and
October 7. The January meeting will begin
at 10:30am, location TBD. Meetings are
open to the public. Minutes of previous
meetings are on the Governance
webpage. Any changes to the schedule
are announced on the digital display, on
the library’s social media sites and
webpage, and in the newsletter as well if
there is sufficient notice.
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Law Practice Resources
Law Library subscribers have access to a variety of Law Practice Resources, including
those listed below. If you have questions
about these resources, contact the reference
staff at reference@cms.hamilton-co.org or
513.946.5300.
9th annual practice update for family law
specialists
KF094 .P73 2016
Avoiding extinction: reimagining legal services for the 21st century
KF315 .K69 2012
The Compleat lawyer
K3 .O47
The curmudgeon’s guide to practicing law
KF300 .H47 2006

Flying solo: a survival guide for the solo and
small firm lawyer
KF300 .F58 2005

The lawyer’s guide to building your practice
with referrals
KF316.5. S52 2012
The lawyers’ guide to buying, selling, merging, and closing a law practice
KF315 .L38 2007
Lawyerlife: finding a life and a higher calling
in the practice of law
KF297 .H67 2003
Minding your own business: the solo and
small firm lawyer’s guild to a profitable practice
KF318 .G85 2010
Multidisciplinary practice: staying competitive
an adapting to change
KF300 .M84 2001
Solo contendere: how to go directly from law
school into the practice of law without getting
a job
KFO541.3.A77 A71 2011

Going solo: a new lawyer’s guide to starting
& building a law practice on a tight budget
KF318 .C37 2013

Passing the torch without getting burned: a
guide to law firm retirement and succession
planning
KF315 .G58 2013

How to build and manage an estates practice
KF750 .E94 2008

Run your firm like a business
KF318 .L63 2013

How to manage a law firm library
Z675.L2 H69 2008

The successful lawyer: powerful strategies for
transforming your practice
KF300 .R57 2005

How to start and build a law practice
KF300 F66 2004

HeinOnline

Law practice quarterly: strategises and resources for your practice
KF300.A1 L39 [electronic resource]

Advocate: a monthly journal devoted to the
science and art of legal practice, professional
news and interests, and current legal thought
Advertising & marketing law & practice
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Upcoming Events:

Upcoming CLEs

Friday, November 6, 2020, 12-1 PM CLE: Intellectual Property, 1.0 general credits in OH & KY
Wednesday, November 11, 2020: Library Closed in honor of Veteran’s Day
Thursday, November 26,2020: Library Closed for Thanksgiving
Friday, November 27, 2020: Library Closed for Day After Thanksgiving
Friday, December 11, 2020: Professional Conduct CLE (2.5 credit pending in OH & KY)
Wednesday, December 16, 2020: Legal Issues and COVID-19 (1.0 credit pending in OH & KY)
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Hamilton County Law Library
Hamilton County Courthouse
1000 Main Street, Room 601
Cincinnati, OH 45202
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