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Amazon Creates a Cost-Effective and Efficient Patent Infringement Remedy for Infringing
Products Sold on its Marketplace by Third Parties, by Carey C. Jordan , Vorys, Sater,
Seymour and Pease LLP
Adding another tool to intellectual property owners’ arsenal for combatting infringing
products, Amazon has
launched a pilot program to
efficiently identify and resolve
third-party patent infringement on the Amazon marketplace. This program is the
“Amazon Utility Patent Neutral
Evaluation Procedure” (the
“evaluation”). The process is
voluntary and confidential,
and it allows U.S. Patent Owners to obtain a fast evaluation
of patent infringement claims
relating to potentially infringing products (“accused products”) listed by third-party
sellers on Amazon.
This evaluation is most useful
when the accused products
are similar in function to your
products, but are not being
used with your marks or do
not look exactly like your
products. Nonetheless, the
evaluation procedure may be
useful as an additional tool to
address all types of infringing
sales.
The key to using the evaluation is you must have U.S.
utility patents whose claims
read on the problematic products. Evaluations are strictly
limited to unexpired U.S. utility patents; trademarks, trade
dress, design patents, nonU.S. patents, etc. are not considered. Patents that have
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product-related claims that
are clearly and cleanly drafted
with a clean and supportive
specification that provides
clarity yet breadth are likely
the most useful in these proceedings. Given the limited
amount of briefing available to
the Patent Owner, the cleaner
the patent, the cleaner the
argument for infringement
and the higher likelihood the
evaluator will find the Patent
Owner to be likely to prove
infringement, which is the key
to getting the accused products delisted.
In sum, to request an evaluation, a Patent Owner submits
an Amazon Utility Patent Neutral Evaluation Agreement
(“agreement”) to Amazon
identifying the patent and one
claim (note the evaluation only involves a single claim of an
“asserted patent”) and the
accused products. The Patent
Owner may include multiple
Amazon Standard Identification Numbers (ASINs) for the
accused products in an evaluation if they are physically
identical. Amazon then sends
the agreement to each seller
of the accused products on
Amazon and gives each seller
the option of participating in
the evaluation or having their
listings for the accused products removed from the Amazon marketplace. The sellers
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Tech Tip: How to log in to access our databases from your home or
office. By Julie Koehne, Systems Librarian
Need a resource and can’t make it to the library? Log in to our website for access to
the databases we offer remotely. See below for instructions to log in.
Go to https://lawlibrary.hamiltoncountyohio.gov or https://lawlibrary.hamilton-co.org
In the top right hand corner log in using your credentials.

Standard Login:
The user name is lastnamefirstname (like smithjoseph)
and the password is your borrower number. If you do not
know your number, give us a call. 513-946-5300
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Law Library Renovations

Law Library renovations are nearing completion! We’re still waiting for the delivery
of new furniture to complete some of our
spaces, but we’re getting close to the finish
line. The expanded boardroom is now fully
functional and available to reserve for
meetings, videoconferences, depositions,
etc. We believe that you’ll find the accommodations much more spacious the next
time you utilize them, especially during
CLEs! Please feel free to contact us by
phone at 513-946-5300 or email at reference@cms.hamilton-co.org to reserve the
space and let us know what kind of setup
you require.
Furniture is a big component of the computer lab renovations, so it will be a bit
longer for that space to be up and running.
In the meantime, please don’t hesitate to
utilize our temporary computer lab in the
main room of the library. The temporary lab
has access to the same databases and programs you were able to use in the previous
space. Or, please feel free to contact us for
research! We’re more than happy to pull
cases, treatises, statutes and other materials for you and send them to you by email.

Topical Updates
If you have not signed up before and would
like to start receiving substantive bi-weekly
updates in one or more practice areas,
please visit the topical updates page on our
website to sign up. You can select from the
following areas of law:
Criminal
Employment
Estates and Trusts
Family Law
Intellectual Property
Pension Benefits
Real Estate
Tax
Torts
If you have any questions about this please
feel free to contact our Reference Librarian,
Amy Kurlansky.

Naming of Rooms

Our new conference room suite in the State
of Ohio Room offers a private space for
meetings and phone calls. All of the rooms
are still awaiting finishing touches, but are
ready now for your use. Now we need your
help! We want to name the rooms so they’ll
be easily identifiable for reservations and usage, and we’d like our subscribers to participate in the process. We’ll be sending out a
survey in January with three naming options.
There will be three sets of three names.
You’ll be able to rank the sets as your first,
second and third choices, and we’ll make our
selection from the results. The survey will
take mere seconds to complete and will give
you a chance to have your say! Sorry, no
write-ins!
Once the rooms are named, we’ll also be
rolling out an updated online room reservation system via our website that will let you
select the specific room you want. Never
fear, it will feature both the room names and
descriptions to aid you in your selection.
Be on the lookout for the survey in your
email soon!
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have a very limited time to respond.
Should the seller(s) agree to participate,
Amazon then selects an appropriate neutral
patent evaluator (“evaluator”) from a list of
attorneys experienced in U.S. patent disputes, presumably based on the technology
presented. In the evaluation, the evaluator
reviews the patent infringement claim
against the accused products. Once selected, the evaluator will solicit a $4,000 fee
from both the Patent Owner and the seller
(s). Note that the evaluations are not a
revenue-generating program for Amazon;
rather, Amazon is a facilitator of the evaluation. The fee is intended to cover the evaluator’s time. If the Patent Owner does not
provide the fee within two (2) weeks, no
evaluation will occur and any money submitted by the seller(s) will be returned. If a
seller does not submit its $4,000 fee, the
evaluator will notify Amazon, which will remove the seller’s listings of the accused
products from Amazon. Amazon does not
retain any portion of the costs. The winner
is refunded its $4,000 fee at the end of the
evaluation.
The evaluation is purely a briefing exercise
– both the patent owner and seller submit
written arguments with supporting evidence
to the evaluator. The patent owner has 20
pages total for its opening brief and its reply brief; the seller has 15 pages for its response. The briefing schedule is fast: from
the point in time the evaluator is selected,
the patent owner has 21 days to submit its
opening brief, the seller then has 14 days
for its response, and finally the patent owner has seven days for its reply brief. Note
in the seller’s response, the only arguments
permissible are: the accused products do
not infringe; the asserted patent has been
declared invalid or unenforceable by a court
of competent jurisdiction, the U.S. Patent
and Trademark Office, or the International
Trade Commission; and that the accused
products (or physically identical products)
were on sale one year or more before the
asserted patent’s earliest effective filing
date. Thus, these proceedings are limited
in scope and move fast. Discovery is not
allowed (e.g., depositions, document requests, interrogatories, etc.) and the parties do not have a hearing in front of the
evaluator.
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Based on the parties’ limited briefing, within
14 days from the submission of the patent
owner’s reply brief, the evaluator makes a
yes/no decision about whether the patent
likely covers the accused products, taking
into account the evidence and arguments
submitted by the parties giving any weight
to the information the evaluator deems appropriate. If the evaluator concludes that
the accused product(s) is likely covered by
the patent claim, the evaluator will issue a
decision, and Amazon will remove the accused product(s) from its marketplace as
soon as practicable, but generally within 10
business days of Amazon’s receipt of the
evaluator’s decision. If the evaluator concludes that it is not likely, then Amazon will
not remove the accused product. Interestingly, there is no process for appealing the
evaluator’s decision.
The parties can settle the dispute prior to
the date of the Patent Owner’s reply. If
they do so, the evaluator will terminate the
evaluation. The evaluator can retain up to
$1,000 to cover the evaluator’s efforts,
equally divided from the parties’ payments
when settlement occurs. The remainder of
the payments will be refunded to the parties.
To be reinstated on Amazon, any participant
can obtain a judgment or order in litigation
that an accused product does not infringe or
that the asserted patent is invalid or unenforceable. That participant may then submit
it to Amazon, and Amazon may allow relisting of the accused product. Similarly, if the
evaluator concludes infringement is not likely, but the Patent Owner obtains a judgment or order that the accused product infringes, the Patent Owner may submit the
judgment or order to Amazon, and Amazon
will remove the accused product.
This evaluation procedure is an interesting
effort by Amazon to create a quick and efficient means by which patent owners can
effectively remove infringing products from
its marketplace, both clearing the exchange
from clutter and protecting Amazon from
potential claims of indirect infringement via
the exchange. Additionally, it is likely that
most sellers of accused products will choose
not to participate in the evaluation, and will
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be delisted at that point; the costs are mitigated by at least 2/3 in such instances.

Article Reprinted with permission.
Carey C. Jordan guest authored this post for
the Vorys eControl Marketplace Solutions
blog. Carey is a partner and member of the
Vorys technology and intellectual property
group.

2020 Law Library Subscriptions
Thanks very much to the many subscribers
who have paid for 2020 law library services.
The staff and board appreciate your decision to continue as a library user. We will
send statements in January as a reminder to
people who haven’t yet renewed. A timely
payment ensures your continued access to
legal information resources and services including research support, document delivery, newsletters and practice area updates,
borrowing privileges, CLE programs, and
more. We won’t revoke privileges until
March 1, so there is time. Please contact
Vanessa or Lauren with any questions about
your invoice or library services.

Upcoming CLEs
Wednesday, March 18, 2020, 12 pm-1 pm
Medicaid Planning
Presenter: Attorney Ashley Shannon Burke,
of Burke & Pecquet, LLC
1 hour general credit pending in OH & KY

Cheetah
Beginning in January 2020 the CCH Wolters
Kluwer tax content that currently lives on the
Intelliconnect platform will transfer to Cheetah. This platform provides an upgraded
search interface for greater functionality and
accessibility with the same great content.
Our litigation library, including the very popular Mauet trial series, has been on the
Cheetah platform for nearly a year. We’re
now consolidating the tax content into the
same space for ease of access. Please don’t
hesitate to contact us at 513-946-5300 or
reference@cms.hamilton-co.org for assistance if you need help navigating the new
interface.
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CLE Speaker and Topic Ideas
We’ve already begun planning an exciting
year of CLE for you in 2020, but there’s always room for more. What topics do you
hope we’ll address with CLEs in 2020? Do
you have a suggestion for a speaker? Be in
touch with reference librarian and CLE coordinator Amy Kurlansky with your recommendations. And, sure, you can volunteer to
speak!
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Subscriber Benefits

Doors to subscriber and staff
spaces

All subscribers have access to the following
valuable resources and services:

Once renovations are completed, there will
be a door installed at the top of the ramp to
the computer lab, boardroom and staff office area which will provide additional security. There is currently a door to the new
subscriber lounge/State of Ohio Room which
we have propped open. These areas are
both designed as a special benefit for use by
our subscribers and county employees. Beginning in 2020 the doors will be closed,
and access to the spaces will be obtained
through a keypad lock. The code will be six
digits, easy to remember, and the same for
both doors.

Circulation privileges to borrow from over
40,000 print volumes for up to six weeks at
a time
Access to extensive legal information databases from the Law Library, including
Westlaw, IntelliConnect, Bloomberg Law®,
Overdrive e-books, HeinOnline, and Loislaw
treatises
Wireless network throughout the Law
Library
Polycom videoconferencing
Five meeting rooms with speaker phones
Professional reference service by our law
librarians, available via e-mail, telephone,
and in person
Free document delivery by fax or e-mail of
print and electronic materials

Like always, you are more than welcome to
bring clients and non-subscribers into our
subscriber-only spaces as long as you are
escorting them. The Main Room, including
the women’s restroom in the lobby of the
new State of Ohio Room, will remain accessible to the public. We’ll share the code to
the new spaces with subscribers and county
personnel leading up to closing of the doors.
Please don’t hesitate to ask any library staff
member for the info.

CLE seminars throughout the year, on legal
research and substantive topics
Subscribers’ lounge, magazines, daily newspapers, and coffee
Bi-weekly news alerts by practice area
Discounted rates for photocopying
In addition, solos and attorneys whose firm
has a subscription have 24 hour remote access to Fastcase.com case law, Aspen/
LOISLaw treatises, HeinOnline (for under 50
attorney firms), EBSCOhost, and IntelliConnect Law, Business, Tax, and Accounting
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New 2019 Resources

HeinOnline—Journals

Law Library subscribers have access to a variety of New 2019 resources, including those
listed below. If you have questions about
these resources, contact the reference staff
at reference@cms.hamilton-co.org or
513.946.5300

ABA Tax Times
Cambridge Law Journal
DOJ Journal of Federal Law and Practice
Erasmus Law Review
European Constitutional Law Review
International Financial Law Review
International Tax Review
Journal of Criminal Law
Laws
Legal Issues in Collegiate Athletics
Michigan Law Reiview
New York University Law Review
Perspectives
Practical Real Estate Lawyer
Practical Tax Lawyer
Trusts and Estates
United States Attorneys’ Bulletin

CLE Materials
Advanced employment law seminar
KFO331 .A934 2019

Basics of employment law
KFO331 .B37 2019
Basics of estate administration
KFO147 .B3702019
Booze, bullets, and bingo
KFO B66 2019
Medicaid and Medicare forum
KFO341.5.P65 M32 2019
Introduction to real estate
KFO126 .I65 2019
Nuts and bolts of wills and trusts
KFO144 .N88 2019
Seventh Annual Family Law Institute
KFO100.A75 A39 2019
Third annual public sector and labor law
seminar
KFO334 .P8 2019

Books
How to read the Constitution and why
KF4541 .W44 2019

EBSCO

Court Review 2019
Employment & Labor Relations Law 2019
Mass Torts 2020
Religious Freedom in Focus Nov. 2019
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Westlaw—Law Reviews
Alternatives to the High Cost of Litigation
American Bankruptcy Institute Journal
Arizona Attorney
Banking & Financial Services Policy Report
Bench and Bar of Minnesota
Business Law Today
Cyberspace Lawyer
Department of Justice Journal of Federal
Law and Practice
Experience
Fordham Law Review
Healthcare Registration
Illinois Bar Journal
Intellectual Property & Technology Law
Journal
Journal of Ethics & Social Philosophy
Law and History Review
Michigan Bar Journal
New York Bar Journal
Of Counsel
Practical Tax Lawyer
Res Gestae
Trial
University of New Hampshire Law Review
Washington and Lee Law Review Online
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Upcoming Events:

Upcoming CLEs

January 1, 2020: Library Closed for New Year’s Day
January 20, 2020: Library Closed for MLK Day
March 18, 2020: CLE: Medicaid, 1 credit in OH & KY pending
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Hamilton County Law Library
Hamilton County Courthouse
1000 Main Street, Room 601
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